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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 27-28, and 30-32 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Nagami (U.S. Patent No. 5,548,508). 

In regard to independent Claim 1, Nagami teaches a machine translation 
apparatus for translating a document including at least one tag, wherein the machine 
translation apparatus comprises a definition file (". specifying one or more 
annotations") for converting the tag into supplementary translation information for a 
machine translation operation; a supplementary translation information adding unit for 
adding the supplementary translation information for the tag, into the document (" 
inserting one or more selected ones of the specified annotations in a particular 
document, thereby preparing the particular document for enhanced transcoding") 
in accordance with the definition file; and a machine translation engine for carrying out 
the machine translation operation after accepting the document having the 
supplementary translation information (Col. 2, lines 4-14). 

In regard to dependent Claim 2, Nagami teaches a supplementary translation 
information-adding unit for adding the supplementary translation information for the tag, 
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into the document (Col. 2, lines 9-1 1 ; compare with Claim 2, "... the including step 
occurs programmatically"). 

In regard to dependent Claim 3, Nagami teaches a machine translation engine 
for carrying out the machine translation operation after accepting the document having 
the supplementary translation information (Col. 2, lines 12-14; compare with Claim 3, 
"...transcoding the particular document using the inserted annotations"). 

In regard to dependent Claim 4, Nagami teaches a definition file for converting 
the tag into supplementary translation information for a machine translation operation 
(Col. 2, lines 7-9; compare with Claim 4, "... at least one of the specified annotations 
is specified separately from the particular document"). 

In regard to dependent Claim 5, Nagami teaches a supplementary translation 
information-adding unit for adding the supplementary translation information for the tag, 
into the document (Col. 2, lines 9-1 1 ; compare with Claim 5, "... at least one of the 
specified annotations is specified inline within the particular document"). 

In regard to independent Claim 27, Nagami teaches that a writer (operator) can 
directly describe the supplementary translation information for carrying out the machine 
translation (machine translation engine) into the document. Nagami also teaches that 
these documents are SGML documents which are structured. This suggests that a 
writer (operator) is present to submit a structured document for translation to a 
translating engine, which receives it for processing ("... receiving a request for a 
structured document"). To assist in the translation, Nagami teaches a file containing 
supplementary translation information, which accompanies the document to be 
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translated. This suggests that the translation engine would need to be able to access 
this file to apply it to the document to be translated ("...locating one or more 
annotation files which contain annotations which are pertinent to the request"). 
Nagami also teaches a supplementary translation information-adding unit for adding the 
supplementary translation information for the tag, into the document (Col. 2, lines 9-1 1 ; 
compare with Claim 27, "... inserting the pertinent annotations into the structured 
document, thereby creating an annotated document"). 

In regard to dependent Claim 28, Nagami teaches that the supplementary 
translation information-adding unit adds the supplementary translation information to the 
document in accordance with the definition file ("... applying the annotations in the 
annotated document thereby creating a modified document). The machine 
translation engine carries out the machine translation operation by accepting the 
document having the supplementary translation information. Therefore, a precise 
translation can be carried out without using human knowledge or the common sense of 
an operator (see Abstract; compare with Claim 28, "... transcoding the modified 
document, thereby creating a transcoded document"). 

In regard to independent Claim 30 (and similarly independent Claims 31 , and 
32), Nagami teaches that a writer (operator) can directly describe the supplementary 
translation information for carrying out the machine translation (machine translation 
engine) into the document. Nagami also teaches that these documents are SGML 
documents which are structured. This suggests that a writer (operator) is present to 
submit a structured document for translation to a translating engine, which receives it for 



Application/Control Number: 09/910,083 Page 5 

Art Unit: 2176 

processing (" receiving a request for a structured document"). To assist in the 
translation, Nagami teaches a file containing supplementary translation information, 
which accompanies the document to be translated. This suggests that the translation 
engine would need to be able to access this file to apply it to the document to be 
translated (". .. locating one or more annotation files which contain annotations 
which are pertinent to the request"). Nagami teaches that the supplementary 
translation information-adding unit adds the supplementary translation information to the 
document in accordance with the definition file (". applying the pertinent 
annotations to the structured document, thereby creating a modified document"). 
Nagami also teaches that the machine translation engine carries out the machine 
translation operation by accepting the document having the supplementary translation 
information. Therefore, a precise translation can be carried out without using human 
knowledge or the common sense of an operator (see Abstract; compare with Claim 30 
(and similarly Claims 31 , and 32), "...transcoding the modified document, thereby 
creating a transcoded document"). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 6-26, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagami. 

In regard to dependent Claims 6-26, the claimed at least one of specified 
annotations set forth in Claims 6 through 26 would have been obvious to one of ordinary 
skill in the art at the time of the invention over Nagami's teaching (Col. 8, lines 39-55) 
because the "specified annotations" constitute nothing more than non-functional 
descriptive data. Since the claimed invention does not operate on this data, the data 
imparts no functionality, and is therefore obvious over any other data. 

In regard to dependent Claim 29, Nagami does not specifically teach the step of 
sending the transcoded document to a device, which issued the request. However, it 
would have been obvious to one of ordinary skill in the art at the time of invention to 
realize that at the conclusion of the translation process taught by Nagami (see above) 
would have been a translated document that would have been available to the writer 
(operator) that submitted the document to be translated. The benefit would have been 
to receive a precisely translated document. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H Blackwell whose telephone number is 703- 
305-0940. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H Feild can be reached on 703-305-9792. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



James H. Blackwell 
08/019/04 




